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Office Action Summary 



Application No. 

09/866,248 


Applicant(s) 

GERALD ET AL. 


Examiner 

Joseph F Murphy 


Art Unit 

1646 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )K Responsive to communication(s) filed on 25 May 2001 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 76.77.97.98.107. 108. 134. 135. 142-145. 158.161. 1 78-180. 183 and 184 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) |EI Claim(s) 76-77. 97-98. 107-108. 134-135. 142-145. 158. 161. 178-180. 183-184 are subject to restriction and/or 
election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on - is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) ^ Other: Notice to Comply, CRF Report . 
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DETAILED ACTION 



Sequence Rules 



This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 for the 
reason(s) set forth on the attached Notice To Comply With Requirements For Patent 
Applications Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures and 
CRF Problem Report. 

Applicant is given ONE MONTH from the mailing date of this letter within which to 
comply with the sequence rules, 37 CFR 1.821 - 1.825. Failure to comply with these 
requirements will result in ABANDONMENT of the application under 37 CFR 1.821(g). 
Extensions of time may be obtained by filing a petition accompanied by the extension fee under 
the provisions of 37 CFR 1 . 1 36(a). In no case may an applicant extend the period for reply 
beyond the SIX MONTH statutory period. Direct the reply to the undersigned. Applicant is 
requested to return a copy of the attached Notice to Comply with the reply. 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 76-77, 97-98, 107-108, 134-135, 142-145, 158, 161, drawn to a method 
for identifying a chemical compound which binds to a mammalian NPFF 
receptor, classified in class 435, subclass 7.2. 
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Art Unit: 1646 

II. Claims 178-180, 183-184, drawn to a process for preparing a pharmaceutical 

composition, as its reads on, for example, an antibody (see page 44, lines 27-31 of 
the Specification), classified in class 435, subclass 69.6. 
The inventions are distinct, each from the other, for the following reasons: 
Inventions I and II are independent and distinct, each from the other, because the 
structure of the compound produced by the process of Group II is independent of the means of 
identifying it, especially as the functional assay of Group I would reasonably be expected to 
identify numerous compounds having distinct structures and functions. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph F. Murphy whose telephone number is 703-305-7245. 
The examiner can normally be reached on M-F 7:30-5:00. 



supervisor, Yvonne Eyler can be reached on 703-308-6564. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3014 for regular 
communications and 703-308-0294 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



Advisory Information 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 





Joseph F. Murphy, Ph. D. 
Patent Examiner 
Art Unit 1646 
April 22, 2003 
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□ \™ g ^e^ 

□ 3 ' ^2? <T enCe US6 " 9 " C ° mPUter readab ' e f0m " aS m been X*™*" » required by 
0 " ™X^V!£? e,U6 ? Ce Li l tln9 " in con, P uter readabte fem has been submitted However the 

computer readable form must be submitted as required by ^0^.825(1? 
□^uTo^ 

Q 7. Other: 

Applicant Must Provide: 

^An initial or substitute computer readable form (CRF) copy of the "Sequence Listing". 

□ i^aSSS? PaPGr ^ ° f the " SeqU6nCe Listin 9" as we » as an a«~ndment directing its entry 

V ^ DD ?c1SrLr.fl h L COntent °L the Paper and com P uter readable «>Pies are the same and where 
SuSSSfc 1 82 U 5 ( d, n0 matter " 35 reqUired b * 37 CFR - 1 -«Ke)or 1821(f) or 1 j 2 T(g) of 



For questions regarding compliance to these requirements, please contact: 
For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentln software help, call (703) 308-6856 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 



